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- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 06 October 2005 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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5) D Claim(s) is/are allowed. 

6) KI Claim(s) 20, 22-25, 31-33. 39.41. 43-49 is/are rejected. 

7) IEl Claim(s) 27-30 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 10-06-05 have been fully considered but they are not 
persuasive. 

2. Regarding the rejection under 35 USC 1 1 2 of claims 56 and 57, Applicant 
contends support is provided at p9 lines 15-19, p 10 lines 1-7, p23 lines 20-23, and p44 
lines 19-23. Examiner acknowledges the cited passages to recite the end hoops being 
perpendicular to the longitudinal axis, but this does not provide support for the limitation 
"the vertices of each hoop pointed in the axial direction lie in a common plane 
perpendicular to the longitudinal axis of the tubular member". 

3. Applicant contends Cragg fails to disclose hoops oriented in a plane substantially 
perpendicular to the longitudinal axis of the stent. Examiner disagrees because the 
hoops are substantially perpendicular, i.e. greater than 50% perpendicular to the 
longitudinal axis. Merriam Webster's Collegiate Dictionary 10 th Ed. defines substantial 
as "being largely but not wholly that which is specified". Furthermore, Applicant's 
specification has not defined the scope of "substantially perpendicular" so the broadest 
reasonable interpretation may include at least 90,80,70 or 60 degrees from the 
longitudinal axis. 

4. With regard to applicant's arguments in the final paragraph of page 3, Applicant 
contends the Examiner's interpretation of "substantially perpendicular" in the 
specification implies a rejection under 112 1 st paragraph. The Examiner disagrees 
because the position taken is "substantially perpendicular" may be broadly interpreted 
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because Applicant has not defined "substantially perpendicular" to mean 
"perpendicular". 

5. Applicant contends Fontaine fails to disclose hoops oriented in a plane 
substantially perpendicular to the longitudinal axis of the stent and vertices of each hoop 
lie in a common plane perpendicular to the longitudinal axis of the stent. Examiner 
disagrees because the hoops are substantially perpendicular, i.e. greater than 50% 
perpendicular to the longitudinal axis. Merriam Webster's Collegiate Dictionary 10 th Ed. 
defines substantial as "being largely but not wholly that which is specified". 
Furthermore, Applicant's specification has not defined the scope of "substantially 
perpendicular" so the broadest reasonable interpretation may include at least 90,80,70 
or 60 degrees from the longitudinal axis. 

6. Applicant contends Wolff fails to disclose means for securing an apex of one 
hoop to a juxtaposed apex of a neighboring hoop. Examiner disagrees because 
element 14 connects juxtaposed apices of neighboring hoops. It is irrelevant that Wolff 
defines the element 14 as a hinge. The structure of the hinge meets the structural 
limitation of applicant's means for connecting apices. Regarding claims 54 and 
depending claims 43-44 in view of figure 1 of Wolff, the stent may be defined as the two 
adjacent hoops (12,12 on the right side) and means 14 for connecting the apices of the 
hoops. The radiopaque element would be the element 14 on the left side. Regarding 
arguments based on the limitation "juxtaposed", Examiner does not understand how 
Wolffs apices of adjacent hoops are not juxtaposed. Wolff discloses a spacing 
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between the apices, but juxtaposed does not inherently exclude a spacing or a 
particular amount of spacing. 

7. In regard to Furui, Applicant relies on their interpretation of "juxtaposed" to define 
a level of spaced relationship. The definition of juxtaposed is "side by side" and is 
synonymous with adjacent and does not imply contact (Merriam Webster's Collegiate 
Dictionary 13 th Ed.). The apices of Furui figure 1 are clearly adjacent, juxtaposed, or 
side-by-side. 

8. In regard to Wolff in view of Piplani Applicant contends Piplani does not provide a 
prima facie case of obviousness because Piplani applies the markers to a graft rather 
than a stent. Examiner disagrees because the Piplani reference is cited to teach 
obviousness of utilizing platinum and gold for the radiopaque marker disclosed in Wolff. 
Piplani and Wolff are analogous art (vascular repair devices) and one of ordinary skill in 
the art would look at stent-graft markers because both are used for the same purpose. 

Claim Rejections - 35 (JSC §112 

9. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

10. Claims 56-57 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
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had possession of the claimed invention. Specifically, claims 56-57 recite "the vertices 
of each hoop pointed in the axial direction lie in a common plane perpendicular to the 
longitudinal axis of the tubular member" which is not disclosed in the specification. 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 20,22-24,31-33,41 ,54,55 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Cragg US PN 5,405,377. 

Cragg discloses in figures 1 -4 and line 40 of col. 2 through line 4 of col. 3 a stent 
10 comprising a plurality of hoops 1 1 formed from a continuous Nitinol wire comprising 
pairs of elongate elements forming apices abutting apices of adjacent hoops, which are 
connected by thermoplastic suture material 12. All hoops are axially aligned and of 
equal diameter. 



3. Claims 20,22-24,31,54-55 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Fontaine US PN 5,370,683. 
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Fontaine discloses in figures 6, 9, 10, and 14 a stent comprised of a continuous 
wire formed into a plurality of interconnected (by welding lines 1 1-13 of col. 6) hoops at 
abutting apices or vertices (5,5' and 7,7') formed by pairs of elongate elements within 
each hoop. All hoops are axially aligned and of equal diameter. 

4. Claims 20,22-25,39,43,44,47,54-55 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Wolff US PN 5,104,404. 

Wolff discloses in figures 1 and 6 a stent comprised of a plurality of hoops 12 
interconnected at apices formed by pairs of elongate elements within each hoop. 
Securing means 14 connects the apices of adjacent hoops. All hoops are axially 
aligned and of equal or different diameter (figure 6). Figure 1 shows the longitudinal 
ends of the stent being square to the long axis of the stent. As shown in Figure 1 , each 
end portion of the stent, left 12 or right 12, may have a tubular coating of radiopaque 
material over element 14 (see lines 63-65 of col. 3). 

5. Claims 20,22-24,31 ,39,54 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Furui JP 4-25755. 

Furui discloses in figure 1 a stent comprised of a plurality of hoops 
interconnected at apices formed by pairs of elongate elements within each hoop. 
Securing means connect the apices of adjacent hoops. All hoops are axially aligned, of 
equal or different diameter, and in a plane perpendicular to the longitudinal axis. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 45,46,48,49 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wolff US PN 5,104,404 as applied to claims 54,43,44,47 above, and further in view 
of Piplani et al. US PN 5,824,039. 

Wolff discloses the use of radiopaque markers in the form of tubes but does not 
expressly disclose the use of gold or platinum as the material or that the marker may be 
a wire. Piplani teaches a stented vascular graft having gold and platinum markers as 
well as markers in the form of wires (see lines 22-26 of col. 5 and lines 14-17 of col. 7) 
in order to provide visibility under fluoroscopy during implantation of the device. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to have modified the stent disclosed by Wolff to include gold or platinum 
as the material or to provide the marker in the form of a wire as taught by Piplani et al. 
in order to provide sufficient visibility under fluoroscopy during implantation of the 
device. 
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Allowable Subject Matter 

8. Claims 27-30 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William H. Matthews (Howie) whose telephone number 
is 571-272-4753. The examiner can normally be reached on Monday-Friday 10- 
6:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine M. McDermott can be reached on 571-272-4754. The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



WHM 
12-22-05 




